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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 12-18 and 35-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Phelps '259. 

As for claims 12 and 35 Phelps discloses in figure 5 a vasoocclusion coil that 
anticipates a contraceptive or sterilization device for occluding a lumen (capable of 
being a reproductive lumen) and (capable of preventing the passage of reproduction 
cells therethrough), comprising a tubular member 136, having a first end 138, a second 
end 140, a lumen (the longitudinal opening inside of 136), extending therein, which is at 
least in part expandable (from a linear fashion when introduced into a catheter to a pre- 
selected shape, col. 3, lines 25-31, once removed from the catheter, the tubular 
member is made of a shape memory material (Nitinol), which allows it to expand from a 
smaller configuration to a larger configuration), within the reproductive body lumen, a 
mesh 130, connected to the tubular member (col. 2, lines 62-64), which is permeable 
(having opening inside of the mesh), for allowing tissue ingrowth (col. 1, lines 49-52). 

As for claims 13 and 36, Phelps discloses in figure 5 a vasoocclusion coil that 
anticipates a contraceptive device installed within a lumen (that is capable of being a 
lumen in a patient's reproduction system), comprising a tubular member 136, having a 
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first end 138, a second end 140, a lumen (the longitudinal opening inside of 136, fig. 5), 
extending therein, having a portion thereof which is secured to a body wall (the lumen of 
the tubular member is secured to the body wall portion in order to occlude the lumen 
within the body once the tubular member assumes its pre-selected shape), an occluding 
member 130, connected to the tubular member (col. 2, lines 62-64), comprising an 
epithelialized mesh (the mesh 130 is an epithelial ized mesh because it permits tissue 
Ingrowth Into the tubular member), which occludes the lumen (col. 4, lines 6-11), of the 
patient's (capable of being a reproduction system) sufficiently to prevent the passage of 
(capable of being reproductive cells), reproductive cells. 

As for claim 14, Phelps discloses in figures 1-4 a vasoocclusion coil that 
anticipates a contraceptive system, comprising a catheter 100, having a proximal end 
(the end opposite 104), a distal end 104, a lumen (the opening that 108 extends Into), 
extending at least in part therein, a contraceptive device 136, device releasably 
connected to the catheter (in order to insert the tubular member and remove the 
catheter, the tubular member has to be releasably connected thereto), having a tubular 
member (the tubular member is 136), that has a first end 138 and a second end 140, a 
lumen (the opening extending along the longitudinal axis of 136), extending therein, 
which is at least in part expandable (from a linear fashion when introduced in a catheter 
to a pre-selected shape, col. 3, lines 25-31 , the tubular member is made of a shape 
memory material which allows it to expand from a smaller configuration to a larger 
configuration) within a lumen (which is capable of being a reproductive body lumen), a 
mesh 130, connected to the tubular member (col. 2, lines 60-65), which is permeable to 
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allow tissue ingrowth (col. 1 , lines 50-53), to thereby occlude the lumen (col. 4, lines 6- 
11). 

As for claim 15, Phelps discloses a method of contraceptive (being capable of 
occluding a lumen) comprising the steps of inserting within a desired lumen a 
contraceptive device comprising a tubular member 136, and a mesh 130, connected 
thereto, expanding the tubular member (from a smaller linear configuration to a larger 
pre-selected configuration), within the body lumen, securing the expanded tubular 
member to a wall portion defining at least in part the body lumen (col. 4, lines 6-1 1 ) and 
epithelizlizing the mesh (allowing tissue ingrowth col. 1, lines 50-53), to occlude the 
body lumen, col. 4, lines 6-1 1 ). 

As for claim 16, Phelps discloses the method step of expanding the tubular 
member comprising the step of releasing a radially compressive force (the force is 
applied to the tubular member to compress it into a linear shape inside the catheter), 
afterwards the tubular member is released from the catheter and allow to expand to a 
pre-selected shape. 

As for claim 17, Phelps discloses the method wherein the contraceptive device is 
disposed within the lumen of a delivery catheter (fig. 1), the step of releasing the radially 
compressive force comprises longitudinally displacing the tubular member out of the 
distal end of the delivery catheter (fig. 1). 

As for claims 18, Phelps discloses the expandable tubular member 136 is 
disposed within the body lumen for a sufficient time for it to be epithelialized within the 
body lumen and thereby secured to the wall portion (col. 4, lines 6-11). 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an International application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the Invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 106-107 are rejected under 35 U.S.C. 102(e) as being clearly anticipated 
by Canister '11 6. 

Claim Rejections - 35 USC § 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claim 19 is rejected under 35 U.S.C. 102(a) as being anticipated by Phelps. 

As for claim 19, Phelps discloses a vasocclusion coil that anticipates a 
contraceptive or sterilization device for occluding (capable of occluding a lumen which 
can be a fallopian tube) to inhibit conception comprising a tubular structure 136, having 
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a first end 138, a second end 140, a lumen (the longitudinal opening extending through 
136), extending therein, the tubular structure is capable of expanding in the fallopian 
tube (to its pre-selected shape), from a first configuration (linear inside of the delivery 
catheter) to a second larger configuration (a pre-selected shape once it is removed from 
the catheter) and a tissue ingrowth element 130, connected to the tubular structure, the 
tissue ingrowth element is capable of inciting tissue ingrowth (col. 1, lines 50-53), to 
occlude the fallopian tube. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL BROWN whose telephone number is 
(571 )272-4972. The examiner can normally be reached on 5:30 am-4:00 pm Monday- 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on 571-272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael Brown/ 

Primary Examiner, Art Unit 3772 



